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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claim 27-42 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. There is no support provided in the 
specification for a "plurality of linear magnetic sections". 

3. Furthermore, while being enabling for a system having an elongate shaft or a 
guidewire, does not reasonably provide enablement for a system having an elongate 
shaft and a guidewire. The specification does not enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make or use the invention 
commensurate in scope with these claims. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 27-42 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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6. In claim 27, there is an inconsistency in the language of the preamble and that of 
the body of the claim thus making their scope unclear. The preamble recites "a 
captivation tool for use with an guidewire" with the guidewire only functionally recited, 
thus indicating that the Claims are directed to the subcombination captivation tool. 
However, line 6 states “coupled with at least one region of the guidewire", positively 
reciting the guidewire as an element of invention, thus indicating that the claims are 
directed to the combination of the captivation tool and guidewire. As such it is unclear 
whether applicant intends the claims to be drawn to the combination or the 
subcombination. Applicant is hereby required to indicate which, the combination 
(captivation tool with guidewire) or subcombination (captivation tool) the claims are 
intended to be drawn and make the language consistent with this intent. For 
examination purposes, the claims will be considered as drawn to the combination 
(captivation tool with guidewire). 

7. In claim 27, there is an inconsistency in the language of the preamble and that of 
the body of the claim thus making their scope unclear. The preamble recites "a 
captivation tool" thus indicating that the claims are directed to the subcombination 
captivation tool. However, line 9 states “said catheter being generally in contact with at 
least the bottom surface", positively reciting the catheter as an element of invention, 
thus indicating that the claims are directed to the combination of the captivation tool and 
catheter. As such it is unclear whether applicant intends the claims to be drawn to the 
combination or the subcombination. Applicant is hereby required to indicate which, the 
combination (captivation tool with catheter) or subcombination (captivation tool) the 
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claims are intended to be drawn and make the language consistent with this intent. For 
examination purposes, the claims will be considered as drawn to the combination 
(captivation tool with catheter). 

8. Claim 27 recites the limitation "the elongate shaft" in line 7. There is insufficient 
antecedent basis for this limitation in the claim. 

9. Claim 36 which is dependent from claim 34 recites the limitation "the plurality of 
regions". However claim 34 recites "magnetically coupled to a plurality of regions” and 
“a plurality of regions" ...’’which are not magnetically coupled”. It is therefore unclear 
which “plurality of regions claim 36 is referring back to. 

10. Claim 37 recites the limitation "the at least one region" in line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

1 1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

12. Claims 27-39 are rejected under 35 U.S.C. 102(b) as being anticipated by Thome 
(US 5,776,080). 

13. Thome discloses a captivation tool (50, 100) for use with a guidewire comprising: 
a housing member (Figs. 5-7 and 18-20) having a first wall (62) and a second wall (64) 
and a bottom surface (66) therebetween defining a longitudinal slot (60); a plurality of 
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linear magnetic sections (72) disposed along and parallel to the slot (Fig. 6), whereby at 
least one of the plurality of magnetic sections is attractively magnetically coupled with at 
least one region of the guidewire (54) when said guidewire is disposed within the 
longitudinal slot to increase the force necessary to translate within the longitudinal slot 
when the elongate shaft (guidewire) is further contained within a surrounding catheter 
(42) (C7:L1-15; C12:L5-14), said catheter being generally in contact with at least the 
bottom surface of the longitudinal slot of the captivation tool (Fig. 7). The plurality of 
magnetic sections are disposed along the bottom surface and the first wall of the 
longitudinal slot (Fig. 20). The catheter may be moved generally along the magnetically 
coupled guidewire without dislodging the guidewire from the captivation tool (C7: L1- 
15). The plurality of magnetic sections of the captivation tool are magnetically coupled 
to a plurality of regions disposed along the guidewire. All of the magnetic couplings 
between the plurality of regions of the guidewire and the plurality of magnetic sections 
of the captivation tool are attractive (c8: LI-31). The plurality of magnetic sections are 
magnetically coupled to a plurality of regions (54) along the guidewire which alternate 
with a plurality of regions (53) of disposed along the guidewire which are not 
magnetically coupled to the plurality of magnetic sections. The size and spacing of the 
alternating coupled and not coupled regions disposed along the guidewire correspond 
to the spacing of the plurality of magnetic sections of the captivation tool (note that 
"correspond" does not require the sections of the guidewire and the sections of the 
captivation tool to be equally sized and spaced). The magnetic coupling between the 
plurality of magnetic sections and the plurality of regions (magnetically coupled) along 
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the guidewire may be established at a plurality of translational displacements of the 
guidewire with respect to the captivation tool (see Figs. 4 and 5). There is a catheter 
guide that has a guide opening disposed therethrough for receipt of a catheter (12, Fig. 
18). The guidewire further comprises an embolic protection device. The surrounding 
catheter further comprises a retrieval sheath. The surrounding catheter further 
comprises a stent delivery catheter. 

Claim Rejections - 35 USC § 103 

14. Claims 40-42 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Thome in view of Boyle (US 6,939,362) 

1 5. Thome does not disclose that there is an embolic protection filter disposed on 
the elongate shaft. 

16. Flowever, Boyle discloses that is old and well known in the art to incorporate a 
filter on an elongate shaft (guide wire) to be used with an angioplasty balloon or stent 
delivery catheter. The filter disposed on the elongate shaft prevents embolic particles 
from being released into the blood stream (C 2, L 65-C3, L10). It would have been 
obvious to one of ordinary skill in the art at the time of the invention to incorporate a 
filter into the angioplasty balloon catheter of Pflueger since it is well known in the art to 
use a filter to capture embolic particles that may be released into the blood stream as a 
result of the angioplasty procedure. 
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Response to Arguments 

17. Applicant's arguments with respect to claims 1-1 1 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

18. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ELIZABETH HOUSTON whose telephone number is 
(571)272-7134. The examiner can normally be reached on M-F 9:00-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Todd Manahan can be reached on 571-272-4713. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IE. H ./ 

Examiner, Art Unit 3731 
/Todd E Manahan/ 

Supervisory Patent Examiner, Art Unit 3731 




